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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 , 5-8, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Harma (Pub. No.: US 2001/0053691 A1). 

Re claim 1 , Harma discloses a communication method between at least 
two terminals (10A, 10B) (paragraph 11), and based on the sending from a first 
terminal (IOA) to at least one second terminal (1 0B) (paragraph 40) of a 
multimedia message (paragraph 7; games can be construed as multimedia 
messages) comprising a programming agent (36), consisting in automatically 
starting, using the programming agent, the establishment of a phone link 
between the first terminal (10A) and the at least one second terminal (10B) 
(paragraph 38 and 40; a phone Sink is established in order to communicate using 
SMS and MMS; the program agent or software is downloaded and installed 
before the game can start). 

Re claim 5, Harma discloses the communication method according to 
claim 1, characterized in that the programming agent also automatically starts the 
display of a video sequence on the second terminal (10B) (paragraph 7 discloses 
that visual objects such as films and animations are included under the term 
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"recreational application" and therefore a video sequence would play upon 
implementation of the application). 

Re claim 6, Harma discloses the communication method according claim 
1 , characterized in that the programming agent also automatically starts, on the 
second terminal (10B), the forming of a multimedia message comprised of digital 
data of image, text, sound and encoded data of the programming agent 
(paragraph 42; playing of the game involves multimedia messaging); the 
multimedia message being intended to be sent automatically to the first terminal 
(IOA) (paragraph 42; the game involves back and forth multimedia messaging). 

Re claim 7, Harma discloses the communication method according to 
claim 6, characterized in that the multimedia message sent automatically to the 
first terminal (10A) comprises digital data, for example of image, text, or sound, 
and encoded data specific to the programming agent (paragraph 42; playing of 
the game involves multimedia messaging). 

Re claim 8, Harma discloses the communication method according to 
claim 7, characterized in that the digital data, for example of image, text, or 
sound are contextual data specific to user of the second terminal (10B) 
(paragraph 42, 3, and 7; the second terminal sends multimedia game messages 
that are announced by the user). 

Re claim 1 1 , Harma discloses the communication method according to 
claim 6, characterized in that the multimedia message sent from the second 
terminal (10B) to the first terminal (10A) is automatically displayed on the first 
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terminal (10A) (paragraph 42; playing of the game involves multimedia 
messaging). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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6. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harma (Pub. No.: US 2001/0053691 A1) in view of Tornqvist (Patent Number: 
6,055,424). 

Re claim 2, Harma discloses the communication method according to 
claim 1, but fails to disclose characterized in that the phone link consists in the 
activation, using the programming agent, of the voice channel and the 
loudspeaker of the second terminal. 

However, Tornqvist discloses characterized in that the phone link consists 
in the activation, using the programming agent, of the voice channel and the 
loudspeaker of the second terminal (column 1 2, lines 56 - 62; column 1 6, lines 
48-52). 

Motivation to combine may be gleaned from the prior art contemplated. 
Therefore, one skilled in the art would have found it obvious from the combined 
teachings of "Harma" and "Tornqvist" as a whole to produce the invention as 
claimed with a reasonable expectation of characterized in that the phone link 
consists in the activation, using the programming agent, of the voice channel and 
the loudspeaker of the second terminal for the benefit of alerting the user once 
the message has been downloaded. 

Re claim 3, Harma discloses the communication method according to 
claim 1, but fails to disclose characterized in that the phone link between the first 
and second terminal is a wireless link, such as GSM, or GPRS. 

However, Tornqvist discloses characterized in that the phone link between 
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the first and second terminal is a wireless link, such as GSM, or GPRS (column 
3, lines 1 - 9; mention the use of a GSM system). 

Motivation to combine may be gleaned from the prior art contemplated. 
Therefore, one skilled in the art would have found it obvious from the combined 
teachings of "Harma" and "Tornqvist" as a whole to produce the invention as 
claimed with a reasonable expectation of characterized in that the phone link 
between the first and second terminal is a wireless link, such as GSM, or GPRS 
for the benefit of using a popular standard for mobile phones. 

Re claim 4, Harma discloses the communication method according to 
claim 1, but fails to disclose characterized in that the programming agent also 
automatically starts an audible alarm on the second terminal (10B). 

However, Tornqvist discloses characterized in that the programming agent 
also automatically starts an audible alarm on the second terminal (10B) (column 
12, lines 56 -62). 

Motivation to combine may be gleaned from the prior art contemplated. 
Therefore, one skilled in the art would have found it obvious from the combined 
teachings of "Harma" and "Tornqvist" as a whole to produce the invention as 
claimed with a reasonable expectation of characterized in that the programming 
agent also automatically starts an audible alarm on the second terminal (10B) for 
the benefit of alerting the user once the message has been downloaded. 

7. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Application/Control Number: 10/585,891 Page 7 

Art Unit: 2617 

Harma (Pub. No.: US 2001/0053691 A1) in view of Hunter (Pub. No.: US 2004/0005915 
A1). 

Re claim 9, Harma discloses the communication method according to 
claim 8, but fails to disclose characterized in that the contextual data are 
collected on a third terminal (15) capable of communicating with the second 
terminal (10B) by a link (14), such as Bluetooth or Wifi. 

However, Hunter discloses characterized in that the contextual data are 
collected on a third terminal (15) capable of communicating with the second 
terminal (10B) by a link (14), such as Bluetooth or Wifi (paragraph 9). 

Motivation to combine may be gleaned from the prior art contemplated. 
Therefore, one skilled in the art would have found it obvious from the combined 
teachings of "Harma" and "Hunter" as a whole to produce the invention as 
claimed with a reasonable expectation of characterized in that the contextual 
data are collected on a third terminal (15) capable of communicating with the 
second terminal (1 0B) by a link (1 4), such as Bluetooth or Wifi for the benefit of 
transferring images from the third terminal to the camera. 

Re claim 10, Harma discloses the communication method according to 
claim 9, but fails to disclose characterized in that the third terminal is a camera 
(15) capable of recording a video clip. 

However, Hunter discloses characterized in that the third terminal is a 
camera (15) capable of recording a video clip (paragraph 2, 9, 16, 38, and 39). 

Motivation to combine may be gleaned from the prior art contemplated. 
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Therefore., one skilled in the art would have found it obvious from the combined 
teachings of "Harma" and "Hunter" as a whole to produce the invention as 
claimed with a reasonable expectation of characterized in that the third terminal 
is a camera (15) capable of recording a video clip for the benefit of video phone 
capability. 



8. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harma 
(Pub. No.: US 2001/0053691 A1) in view of Kanamaru (Pub. No.: US 2003/0134623 
A1). 

Re claim 12, Harma discloses the method according to claim 7, but fails to 
disclose characterized in that the code data of the programming agent are 
automatically destroyed when the programming agent is deactivated. 

However, Kanamaru discloses characterized in that the code data of the 
programming agent are automatically destroyed when the programming agent is 
deactivated (paragraph 50). 

Motivation to combine may be gleaned from the prior art contemplated. 
Therefore, one skilled in the art would have found it obvious from the combined 
teachings of "Harma" and "Kanamaru" as a whole to produce the invention as 
claimed with a reasonable expectation of characterized in that the code data of 
the programming agent are automatically destroyed when the programming 
agent is deactivated for the benefit of saving storage space on the mobile. 
Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NALIN PILAPITIYA whose telephone number is 
(571)270-7122. The examiner can normally be reached on Monday - Friday 7:30 AM - 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rafael G. Perez can be reached on (571)272-7915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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